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DETAILED ACTION 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the invention 
was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

The four factual inquiries of Graham v. John Deere Co. have been fully considered and 

analyzed in the rejections that follow. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1 and 3-6 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Yamamoto et al. (previously cited) in view of "Shokuhin Kenkyu Seika Jyouhou" 
(previously cited). 

Yamamoto et al. teaches a liquid composition (drink) that is the result of dried 
tea leaves that have been combined with 1 liter of water, yielding an extract that 
contains epigallocatechin-3-0-(3-0-methyl)gallate (EGCG3"Me) (see paragraphs 24-25 
and 39-40; instant claims 1 and 5). This compound is taught to have anti-allergenic 
properties (see paragraph 20; instant claims 1 and 5). Tea leaves taught to contain 
EGCG3"Me by Yamamoto et al. and the instant clams include Benihomare, Benifuji, 
and Benifuki (see paragraph 24; instant claim 1). Although the exemplified preparation 
does not detail which particular tea leaves are used, it would have been obvious to one 
of ordinary skill in the art at the time the invention was made to use the particular 
varieties taught by Yamamoto et al. The proportion of solvent to leaves is taught to be 
5:1 to 100:1 (see paragraph 25). Yamamoto et al. do not explicitly teach that the tea 
leaves are ground. Dried tea leaves are known to be quite brittle and susceptible to 
breakage. Further, the extraction of the leaves would proceed faster if the leaves had a 
larger surface area, such as when in ground form. Thus it would have been obvious to 
one of ordinary skill in the art at the time the invention was made to use ground tea 
leaves in the extraction process. Yamamoto et al. do not teach that the tea is a Chinese 
species or the total amount of EGCG3"Me in the tea leaf + extract preparation. 
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"Shokuhin Kenkyu Seika Jyouhou" (henceforth "Shokuhin") teaches that 
EGCG3"Me is found in tea leaves and used as an anti-allergenic, where the EGCG3"Me 
is extracted from Benifuji as well as Oba oolong tea leaves (paragraphs 1 and 2 and 
figure 2; instant claims 3-4). This reference also teaches the tea (drink) made from the 
tea leaves as well as the content of EGCG3"Me in several varieties of tea leaves (see 
paragraph 1 and figure 2). In view of these teachings, it would have been obvious to 
one of ordinary skill in the art at the time the invention was made to use Oba oolong as 
the tea leaves in Yamamoto et al. since it was a known option within their technical 
grasp and capable of performing the same function as those envisioned. Oba oolong is 
taught by Shokuhin to contain approximately 0.7% EGCG3"Me (see figure 2). Based on 
the proportions of solvent and leaves taught by Yamamoto et al, this would yield 
approximately 70 mg to 1 170 mg EGCG3"Me per liter (as calculated by examiner; see 
instant claims 1 and 4-6). This reference also teaches that Benifuji leaves contain 1.5% 
EGCG3"Me, based on a dry leaf weight (see figure 2). Here, the concentration of 
ECGG3"Me would range from 150 mg to 2500 mg EGCG3"Me per liter (as calculated 
by examiner; see instant claims 1 and 5-6). Routine optimization of the type of leaves 
and proportion of leaves to solvent to achieve the desired level of EGCG3"Me would 
have been obvious to one of ordinary skill in the art at the time of the invention. Further, 
the recitation of the intended use "to daily intake of 3mg to 300mg" and "to daily intake 
0.3mg to 3000mg" does not add any structural limitation to the claimed product. A 
recitation of the intended use of the claimed invention must result in a structural 
difference between the claimed invention and the prior art in order to patentably 
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distinguish the claimed invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim. Since the product taught by 
Yamamoto et al. in view of Shokuhin would certainly be capable of fulfilling such a use, 
it fulfills this limitation. It is additionally noted that Yamamoto et al. also teach dosages 
of EGCG3"Me that were envisioned within their invention (see paragraphs 34-35). 
Therefore claims 1 and 3-6 are obvious over Yamamoto et al. in view of Shokuhin. 

Claims 1, 3-6 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Shokuhin in view of Piper et al. (previously cited) and Steinberg (previously cited) 

Shokuhin teaches that EGCG3"Me is found in tea leaves and used as an anti- 
allergenic, where the EGCG3"Me is extracted from Benifuji as well as Oba oolong tea 
leaves (paragraphs 1 and 2 and figure 2; instant claims 3-4). This reference also 
teaches the tea (drink) made from the tea leaves as well as the content of EGCG3"Me 
in several varieties of tea leaves (see paragraph 1 and figure 2). Oba oolong is taught 
by Shokuhin to contain approximately 0.7% EGCG3"Me and Benifuji leaves to contain 
1 .5% EGCG3"Me (see figure 2). The presence of a masking agent and a particular 
amount of leaves to use in a drink preparation is not explicitly taught by the reference. 

Piper et al. teach a beverage where ground tea and tea extract are present 
together (see claim 1). This reference also teaches the presence of masking agent 
including non-dairy creamer and sweeteners (see page 31 lines 5-18; instant claim 9) 

Steinberg teaches tea leaves being sealed in bags for ease of use when placed 
in water (see column 1 lines 10-1 1 and column 2 lines 43-45). Steinberg goes on to 
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teach that 2.4 grams of dried tea leaves are included in each bag and used to prepare 
a customary cup of tea which typically measures 6 fluid ounces (see column 2 lines 54- 
59). 

It would therefore have been obvious to one of ordinary skill in the art at the time 
the invention was made to use the configuration taught by Piper et al. for the tea drink 
taught by Shokuhin where the amount of tea leaves used is as taught by Stenberg since 
these are known configurations that would have been within the technical grasp of one 
of ordinary skill in the art. This would then correspond to a drink with 203 mg 
EGCG3"Me per liter if the Benfuki leaves are utilized (as calculated by the examiner; 
see instant claims 1 and 5-6). Further, the recitation of the intended use "to daily intake 
of 3mg to 300mg" and "to daily intake 0.3mg to 3000mg" does not add any structural 
limitation to the claimed product. A recitation of the intended use of the claimed 
invention must result in a structural difference between the claimed invention and the 
prior art in order to patentably distinguish the claimed invention from the prior art. If the 
prior art structure is capable of performing the intended use, then it meets the claim. 
Since the product taught by Shokuhin in view of Piper et al. and Steinberg would be 
capable of fulfilling the recited daily dosage, it fulfills this limitation. Therefore claims 1, 
3-6 and 9 are obvious over Shokuhin in view of Piper et al. and Steinberg 

Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shokuhin in view of Piper et al. and Steinberg as applied to claims 1 , 3-6 and 9 above, 
and further in view of Marquardt (previously cited). 
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Shokuhin in view of Piper et al. and Steinberg make obvious a tea drink that 
comprises one or more selected from EGCG3"Me, GCG3"Me, EGCG4"Me, GCG4"Me 
and at a concentration of 1mg to 500mg per liter to daily intake of 3mg to 300mg. 
Instant claim 10 recites a sealed bag that contains this composition. Shokuhin in view of 
Piper et al. and Steinberg do not teach the drink being present in a bag. 

Marquardt teaches a bag-in-box vessel for liquid storage (see abstract). 
Specifically, they envision tea drink being contained within their taught vessel (see 
column 2 lines 30-38; instant claim 10). This bag is sealed with a cap at the top and a 
spigot at the side (see figure 7, column 2 lines 34-36, and column 3 lines 67-68) In view 
of this teaching it would have been obvious to one of ordinary skill in the art at the time 
of the invention to put the tea of Shokuhin in view of Piper et al. and Steinberg in the 
container taught by Marquardt. Thus claim 10 is obvious over Shokuhin in view of Piper 
et al., Steinberg, and Marquardt. 

Claims 1 and 3-6 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over VirtualCoffee.com 

(http://www.virtualcoffee.com/october_2000/brewing_methods.html) in view of Shokuhin 
and Steinberg. 

VirtualCoffee.com teaches the Guywan method of serving tea where the dried 
tea leaves are combined with hot water and drank without separating the extract from 
the leaves (see The Guywan section). Dried tea leaves are known to be quite brittle 
and susceptible to breakage. Further, the preparation of the extract portion of the drink 
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would proceed faster if the leaves had a larger surface area, such as when in ground 
form. This reference does not teach particular types of teas used in this method other 
than green tea or quantities of tea leaves. 

Shokuhin teaches that EGCG3"Me is found in tea leaves and used as an anti- 
allergenic, where the EGCG3"Me is extracted from Benifuji as well as Oba oolong tea 
leaves (paragraphs 1 and 2 and figure 2; instant claims 1 and 3-5). This reference also 
teaches the tea (drink) made from the tea leaves as well as the content of EGCG3"Me 
in several varieties of tea leaves (see paragraph 1 and figure 2). The Benifuji leaves are 
taught to contain 1 .5% EGCG3"Me, based on a dry leaf weight (see figure 2). 

Since the collection of references teach dried tea leaves as well as the tea drink 
made therefrom, it would have been obvious to use the quantity of leaves taught by 
Steinberg to prepare the drink of Shokuhin via the Guywan method, a centuries old 
methodology for drinking tea. This would then correspond to a drink with 203 mg 
EGCG3"Me per liter (as calculated by the examiner; see instant claims 1 and 5-6). 
Further, the recitation of the intended use "to daily intake of 3mg to 300mg" and "to daily 
intake 0.3mg to 3000mg" does not add any structural limitation to the claimed product. 
Therefore a preparation of ground tea leaves and extract of tea leaves from Benifuji 
leaves where EGCG3"Me at 3 mg to 300 mg per liter would have been obvious to one 
of ordinary skill in the art at the time of the invention. Thus claims 1 and 3-6 are obvious 
overVirtualCoffee.com in view Shokuhin and Steinberg. 
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Claims 1 and 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
VirtualCoffee.com in view Shokuhin and Steinberg as applied to claims 1 and 3-6 
above, and further in view of Piper et al. 

VirtualCoffee.com in view Shokuhin and Steinberg make obvious one or more 
selected from EGCG3"Me, GCG3"Me, EGCG4"Me, GCG4"Me and at a concentration 
of 1mg to 500mg per liter to daily intake of 3mg to 300mg. This modified reference does 
not teach the presence of a masking agent. 

Piper et al. teach a beverage where ground tea and tea extract are present 
together (see claim 1 ). This reference also teaches the presence of masking agent 
including non-dairy creamer and sweeteners (see page 31 lines 5-18; instant claim 9). 
As a known additive in tea preparations containing both extracts and leaves to improve 
their flavor, it would have been obvious to one of ordinary skill in the art the time of the 
invention to include the masking agent of Piper et al. in the composition of Virtu a I Coffee 
in view Shokuhin and Steinberg. Therefore claims 1 and 9 re obvious over VirtualCoffee 
in view Shokuhin, Steinberg, and Piper et al. 

Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
VirtualCoffee.com in view Shokuhin and Steinberg as applied to claims 1 and 3-6 
above, and further in view of Marquardt. 

VirtualCoffee.com in view Shokuhin and Steinberg make obvious one or more 
selected from EGCG3"Me, GCG3"Me, EGCG4"Me, GCG4"Me and at a concentration 
of 1 mg to 500mg per liter to daily intake of 3mg to 300mg. Instant claim 1 0 recites a 
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sealed bag that contains this composition. VirtualCoffee.com in view Shokuhin and 
Steinberg do not teach the drink being present in a bag. 

Marquardt teaches a bag-in-box vessel for liquid storage (see abstract). 
Specifically, they envision tea drink being contained within their taught vessel (see 
column 2 lines 30-38; instant claim 10). This bag is sealed with a cap at the top and a 
spigot at the side (see figure 7, column 2 lines 34-36, and column 3 lines 67-68) In view 
of this teaching it would have been obvious to one of ordinary skill in the art at the time 
of the invention to put the tea ofVirtualCoffee.com in view Shokuhin and Steinberg in 
the container taught by Marquardt. Thus claim 10 is obvious overVirtualCoffee.com in 
view Shokuhin, Steinberg, and Marquardt. 

Response to Arguments 

Applicant's arguments filed February 20, 2009 have been fully considered but 
they are not persuasive. 

In response to applicant's arguments against the references individually, one 
cannot show nonobviousness by attacking references individually where the rejections 
are based on combinations of references. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 
1986). 

The "to daily intake of 3mg to 300mg" and (to daily intake of 0.3mg to 3,000mg" 
recitations are intended use. A recitation of the intended use of the claimed invention 
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must result in a structural difference between the claimed invention and the prior art in 
order to patentably distinguish the claimed invention from the prior art. If the prior art 
structure is capable of performing the intended use, then it meets the claim. Nothing 
precludes the compositions made obvious by the rejections above from serving in the 
intended capacity (e.g. as food/drink, for a particular daily intake of EGCG3"Me, etc). 
Since this is the case, the references meet the intended use limitations of the claims. 
Furthermore, applicant claims a product, not a method of use. Thus prior art references 
cited need not teach the daily dosage intended by applicant 

Applicant asserts that the motivation presented for the inclusion of ground tea 
leaves in the composition of Yamamoto et al. is erroneous. According to MPEP 2144, " 
[t]he reason or motivation to modify the reference may often suggest what the inventor 
has done, but for a different purpose or to solve a different problem. It is not necessary 
that the prior art suggest the combination to achieve the same advantage or result 
discovered by applicant. See, e.g., In re Kahn, 441 F.3d 977, 987, 78 USPQ2d 1329, 
1336 (Fed. Cir. 2006)". One or ordinary skill in the art would be aware that a higher 
surface area ground tea leaf preparation would be able to be extracted faster that a 
whole leaf. The logic of applicant's assertion that the same end would be achieved by 
using an extract to prepare an extract is unclear. Further, since the tea leaves of 
Yamamoto et al. are taught to be brittle and susceptible to breakage anyway, their 
presence in ground form would be almost inevitable. In addition, Yamamoto et al. teach 
a preparation containing tea leaves in a tea extract prior to the purification of the extract, 
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thus the inclusion of the leaves in ground form is a small and obvious addition to the 
teachings provided by the reference (see paragraphs 24-25). 

Applicant argues that Shokuhin is not concerned with the amount of EGCG3"Me 
for use in a food or drink and that the amount of this compound present in a composition 
composed of a tea extract and ground tea is not equivalent to the amount of this 
compound in the tea leaves. Quoting directly from Shokuhin, the reference recites, 
"[n]owadays the search for anti-allergic substances in foodstuffs has been strongly 
demanded to deal with allergic disorders which have become a serious social problem. 
Therefore, in order to effectively utilize the epigallocatchin-3-0-(3-0-methyl)gallate 
(EGCG 3"Me; Fig. I), an anti-allergic substance found out in tea leaves, an objective of 
the present invention is to clarify the variation in the content thereof due to the tea 
variety, tea picking time and tea type prepared therefrom" So this reference is most 
certainly concerned with the amount of EGCG3"Me in food. Figure 2 shows the amount 
of EGCG3"Me in several varieties of tea. Since these leaves are the sole source of 
EGCG3"Me in the tea preparations of made obvious by the rejections above, the 
amount of EGCG3"Me they contribute is the total quantity of EGCG3"Me in the 
compositions, whether in extract form or still in the leaves. In the case of Shokuhin in 
view of Stenberg et al. and Piper, the presence of 2.4 grams of dried tea leaves used to 
prepare a customary cup of tea which typically measures 6 fluid ounces with the Benifuji 
leaves, taught to contain 1 .5% EGCG3"Me would result in a preparation of ground tea 
with tea extract containing 203mg EGCG3"Me per liter. 
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Applicant argues that Piper et al. does not teach an extract. Piper et al. teach the 
addition of hot water to a ground preparation of tea leaves, the result of which is an 
extract of the tea and ground tea leaves (see page 28 line 19-page 29 line 1 1 and page 
30 lines 4-14). 

Applicants point to examples 3 and 4 of the instant specification as a written 
description of the claimed "tea bag". This tea bag is a bag containing a liquid 
preparation of ground teas leaves and tea extract. As applicant notes, Marquardt 
teaches a bag that holds a liquid beverage preparation. Since tea is a well known 
beverage and explicitly envisioned by the reference, it would have been obvious to put 
the drink preparation of Shokuhin in view of Stenberg et al. and Piper into the bag 
taught by Marquardt. 

In light of the amendments to the claims of copending US Application No. 
10/588428, the provisional nonstatutory obviousness-type rejection is hereby 
withdrawn. 

Rejections and/or objections not reiterated from previous office actions are 
hereby withdrawn. The rejections and/or objections detailed above are either reiterated 
or newly applied. They constitute the complete set presently being applied to the 
instant application. 

Conclusion 

No claim is allowed. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
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§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CARALYNNE HELM whose telephone number is 
(571)270-3506. The examiner can normally be reached on Monday through Thursday 
8-5 (EDT). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Woodward can be reached on 571-272-8373. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Caralynne Helm/ 
Examiner, Art Unit 1615 



/MP WOODWARD/ 
Supervisory Patent Examiner, Art Unit 1615 



